United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSEONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/682,616 



10/09/2003 



23552 7590 05/12/2004 

MERCHANT & GOULD PC 
P.O. BOX 2903 

MINNEAPOLIS, MN 55402-0903 



Toshiaki Anzaki 



12052.51USD1 



3264 



EXAMINER 



VERSTEEG, STEVEN H 



ART UNIT 



PAPER NUMBER 



1753 

DATE MAILED: 05/12/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



T 

Officii Art inn ^nmman/ 


Application No. 

10/682,616 


Applicant(s) i 

ANZAKI ET AL 


Examiner 
Steven H VerSteeg 


Art Unit 

1753 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 19 March 2004 , 
2a)\3 This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Clajm(s) 9-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 9-11 is/are rejected. 

7) n Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

1 0)E1 The drawing(s) filed on 09 October 2003 is/are: a)S accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonn PTO-1 52. 

Priority under 35 U.S.C. § 119 

1 2)K Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9{a)-{d) or (f). 
a)|3 All b)n Some * c)n None of: 

1 Certified copies of the priority documents have been received. 

2. ^ Certified copies of the priority documents have been received in Application No. 10/168.253 . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Specification 

1 . Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a 
separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
150 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the fiill patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

2. The abstract of the disclosure is objected to because the abstract is greater than 150 words 
long and "ae" is not understood in line 2. Correction is required. See MPEP § 608.01(b). 

3. The disclosure is objected to because of the following informalities: "KV" should be "K, 
V" on page 8 at line 2; "it" should be "It" on page 8 at line 16; "a" should be "an" on page 13 at 
line 16; and it is unclear what "s" means on page 20 at line 10. 

Appropriate correction is required. 



Claim Objections 

4. Claims 9-1 1 are objected to because of the following informalities: "from the group of 
should be "from the group consisting of to be in proper Markush format in claim 9 at line 4 and 
claim 10 at lines 3-4; "tow" should be "two" in claiml 1 at line 6; and "rage" should be "rate" in 
line 9 of claim 11. Appropriate correction is required. 
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Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 9-1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

7. It is unclear if the "metal" in line 6 of claim 9 is the same as the metal listed in line 4. 

8. The term "kind of energy" in claims 9-1 1 is a relative term which renders the claim 
indefinite. The term "kind" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would not be 
reasonably apprised of the scope of the invention. It is unclear what sorts of energy are sufficient 
to be energies as covered by claim 9-11. 

9. In claim 10, it is unclear if the "metal" listed in Une 6 is the same as the metal listed in 
line 3. 

10. In claim 1 1, it is unclear if the "metal" in line 9 is the same as the metal listed in line 3. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
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subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

12. Claims 9 and 10 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
6,579,423 B2 to Anzaki et al. (Anzaki) 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S, filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1 . 132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131, 

13. For claim 9, AppUcant requires a method for preparing a photocatalyst film coated article 
wherein the article is prepared by reactive sputtering using oxygen gas and at least a sputtering 
target containing at least one metal selected from the group of Fe, V, Mo, Nb, Al, and Cr in an 
amount of 0.01-^10 wt% in a method for coating a substrate with a photocatalyst film comprising 
titanium oxide as a main component and at least one kind of metal having a sputtering rate for Ar 
which has at least one kind of energy in a 100-2000eV ion energy area being 0.9-2.7 times that 
ofTi. 

14. For claim 10, Applicant requires a method for preparing a photocatalyst film coating 
article wherein the article is prepared by a sputtering method using at least a sputtering target 
containing at least one metal selected from the group of Fe, V, Mo, Nb, Al, and Cr in an amount 
of 0,01 to 10 wt% in a method for coating a substrate with a photocatalyst film comprising 
titanium oxide as a main component and at least one kind of metal having a sputtering rate of Ar 
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which has at least one kind of energy in a lOOeV to 2000eV ion energy area being 0.9 to 2.7 
times that of Ti. 

15. Anzaki discloses forming a layer comprising titanium oxide as a main component 
containing vanadium and/or niobium in an amount of 0. 1-10 wt% (col 5, 1. 11-16). The film is 
prepared by reactive sputtering in an atmosphere of argon and oxygen (col. 10, 1. 41-45). 
Vanadium and niobium inherently sputter in argon at a rate of 0.9-2.7 times that of titanium and 
have an energy of 100-2000eV. 

16. Claims 9 and 10 are rejected under 35 U.S.C. 102(e) as being anticipated by US 
6,436,542 Bl to Ogino et al. (Ogino) 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1. 132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

17. Claims 9 and 10 are described above. Ogino discloses reactive sputtering in an 
atmosphere of argon and oxygen (col. 6, 1. 44-56) a target containing 2.5 wt% niobium oxide (i.e. 
1.75 wt% niobium) and 97.5 wt% titanium oxide (Example 1). Niobium inherently has a sputter 
rate in argon of 0.9-2.7 that of titanium and has an energy of 100-2000eV. 
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Claim Rejections - 35 USC §103 

18. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though tlie invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

19. Claim 1 1 rejected under 35 U.S.C. 103(a) as being obvious over US 6,579,423 B2 to 
Anzaki et al. (Anzaki) in view of US 5,814,195 to Lehan et al. (Lehan). 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1. 132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1 . 13 1 ; or (3) an oath or declaration under 37 CFR 1 . 130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1.321(c). For applications filed on or after November 29, 1999, this 
rejection might also be overcome by showing that the subject matter of the reference and the 
claimed invention were, at the time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person. See MPEP § 706.02(1)(1) and § 
706.02(0(2). 
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20. For claim 1 1, Applicant requires a method for preparing a photocatalyst film coated 
article wherein two cathodes respectively having a sputtering target of a metal of a metal oxide 
comprising the photocatalyst film attached adjoining each other, voltage is applied to reverse the 
polarity of two cathodes alternately so that when one cathode is the negative pole, the other 
cathode is the positive pole while when the other cathode negative pole, the one cathode is the 
positive pole and the two targets are sputtered simultaneously by a glow discharge plasma caused 
therefrom in a method for coating a substrate by a photocatalyst film comprising titanium oxide 
as a main component an at least one kind of metal having a sputtering rate for Ar which has at 
least one kind of energy in a lOOeV to 2000eV ion energy area being 0.9-2.7 times that of Ti. 

21. Anzaki discloses all of the limitations of claim 1 1 except for the alternating cathodes. 

22. Lehan discloses that when sputter depositing a dielectric layer, it is beneficial to sputter 
with AC power so that one cathode acts as a cathode while the other acts as an anode so that the 
dielectric buildup on the target will be lessened to prevent arcing (col. 1, 1. 41-67). 

23. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the invention of Anzaki to utiUze the sputtering apparatus as taught by 
Lehan because of the desire to properly sputter the dielectric layer. 

24. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being obvious over US 6,436,542 Bl to 
Ogino et al. (Ogino). 

The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
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inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1 , 1 3 1 ; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1.321(c). For applications filed on or after November 29, 1999, this 
rejection might also be overcome by showing that the subject matter of the reference and the 
claimed invention were, at the time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person. See MPEP § 706.02(1)(1) and § 
706.02(1)(2). 

25. Claim 1 1 is described above. Ogino discloses all of the limitations of claim 1 1 except for 
the two cathodes. Lehan is described above, 

26. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the invention of Ogino to utilize the sputtering apparatus as taught by Lehan 
because of the desire to properly sputter the dielectric layer. 



Double Patenting 

27. A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. Sec Miller v. 
Eagle Mfg, Co,, 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970), 
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A statutory type (35 U.S. C, 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

28. Claims 9 and 10 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 9 and 10 of copending Application No. 10/168,253. This is a 
provisional double patenting rejection since the conflicting claims have not in fact been patented. 

General Information 

For general status inquiries on applications not having received a first action on the 
merits, please contact the Technology Center 1700 receptionist at (571) 272-1700. 

For inquiries involving Recovery of lost papers & cases, sending out missing papers, 
resetting shortened statutory periods, or for restarting the shortened statutory period for response, 
please contact Denis Boyd at (571) 272-0992. 

For general inquiries such as fees, hours of operation, and employee location, please 
contact the Technology Center 1700 receptionist at (571) 272-1300. 

Conclusion 

Any inquiry concerning this communication or earlier communications fi"om the 
examiner should be directed to Steven H VerSteeg whose telephone number is (571) 272-1348. 
The examiner can normally be reached on Mon - Thurs (6:30 AM - 5:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Nam X Nguyen can be reached on (571) 272-1342. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free>n 




StgveniH VerSteeg 
Primary Examiner 
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May 10, 2004 



